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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 155-182 have been considered but are moot 
in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 155-181 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The independent claims 155 ("wherein said data representing 
characteristic are not generated by the user"), 162 ("wherein said data representing characteristic 
are not generated by the user"), 168 ("based on a correspondence of said selection and 
characteristics of available media items generated independently of the user"), 177 ("wherein the 
data representing characteristics of media previously selected by the respective user are not 
generated by that user"), and 179 ("the at least one parameter not being generated by that 
respective user") comprise language "not generated by the user [/that respective user]" or 
"generated independently of the user." The scope of these limitations is unclear, whenever a 
user selects a media item or a search is performed based on the users previous selections, they 
are inherently the result of user action and thus generated by the user, when a user selects or 
views media the user actively performs a function to generate characteristics data. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

5. Claims 155, 162, 177, 179, and 182 are rejected under 35 U,S,C, 102(b) as being 
anticipated by Robertson ("New CD-ROM format brings real-time video"). 

As to claim 155, note the Robertson Article that discloses a system for recommending 
books to users based favorite authors. The claimed "storing data describing available media" is 
met by the store inventory (available media) for sorting and recommending books to the passer 
by wherein it is inherent that the store inventory data be stored for the sorting process (paragraph 
12). The claimed "and storing data representing characteristics of media previously selected by a 
user" is met by "[t]he customer touches the names of favorite authors (characteristics). . ." for the 
system to use in performing a search (paragraph 12), note that it is inherent that the favorite 
authors (characteristics) be stored at least temporarily in order for the search to be performed. 
The claimed "wherein said data representing characteristics are not generated by the user" is met 
by the entry of favorite authors by touching the name, as discussed above, wherein favorite 
authors are preexisting conditions/characteristics which are not generated by the user (paragraph 
12). The claimed "performing a search of said available media for a correspondence to data 
representing said characteristics of media previously selected by said user" is met by "the 
program, a sort of * smart clerk,' searches for authors that the customer might also like" in 
accordance with the store's inventory (available media) (paragraph 12) wherein the search 
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represents said characteristics of media previously selected by said user in that a person forms 
opinions as to favorite authors from opinions of books (media) by various authors that had been 
previously selected. The claimed "notifying said user of available media having characteristics 
corresponding to characteristics of previously selected media" is met by the point-of-purchase 
system for sorting through a store's inventory and recommend books to the passerby wherein it 
is inherent that the system notify the customer of the results of the sorting (paragraph 12) in 
order for the system to recommend books to the customer. 

As to claim 162, note the Robertson Article that discloses a system for recommending 
books to users based favorite authors. The claimed "a controller for controlling delivery of 
media to a user" is met by " Apoint-of-purchase system for bookstores uses MS-DOS, a 
touchscreen, and CD-ROM technology to sort though a store's inventory and recommend books 
to the passerby" (paragraph 12) wherein the point-of-purchase system (controller) controls the 
delivery of books (media) to a user through recommendations. The claimed "a processor for 
determining a correspondence between data representing characteristics of media within a set of 
available media with data representing characteristics of media previously presented to the user" 
is met by the point-of-purchase system for which "[t]he customer touches the names of favorite 
authors, and the program, a sort of 'smart clerk,' searches for authors that the customer might 
also like" (paragraph 12) wherein a processor is inherent to the system for performing a search 
for authors that the customer might also like and the correspondence relates to data representing 
characteristics of media previously presented to the user in that it is inherent that the books 
(media), at least by favorite authors, be previously presented to the user in order for the user to 
form an opinion as to favorite authors (characteristics). The claimed "wherein said data 
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representing characteristics are not generated by the user" is met by the entry of favorite authors 
by touching the name, as discussed above, wherein favorite authors are preexisting 
conditions/characteristics which are not generated by the user (paragraph 12), The claimed "and 
producing a signal dependent on said correspondence" is met by the point-of-purchase system 
for recommending authors to a customer wherein it is inherent that a signal dependent on the 
correspondence be produced in order to notify the user of recommendations. 

As to claim 177, note the Robertson Article that discloses a system for recommending 
books to users based favorite authors. The claimed "storing data representing characteristics of 
media previously selected by a respective user" is met by "[t]he customer touches the names of 
favorite authors, and the program, a sort of 'smart clerk,' searches for authors that the customer 
might also like" wherein it is inherent that the favorite authors (characteristics of media 
previously selected) be stored, at least temporarily, in the system in order to perform the search 
for authors that the customer might also like. The claimed "wherein the data representing 
characteristics of media previously selected by the respective user are not generated by that user" 
is met by the entry of favorite authors by touching the name, as discussed above, wherein 
favorite authors is a preexisting condition/characteristics which is not generated by the user 
(paragraph 12). The claimed "determining a set of available media, the set being associated with 
data representing characteristics of members of the set of available media" and "determining a 
correspondence between data representing a member of the set of available media and data 
representing the characteristics of media previously selected by the user" are met by "the 
program, a sort of 'smart clerk,' searches for authors that the customer might also like" in 
accordance with the store's inventory (available media) (paragraph 12) wherein the search 
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represents said characteristics of media previously selected by said user in that a person forms 
opinions as to favorite authors from opinions of books (media) by various authors that had been 
previously selected/read. The claimed "outputting, for the user, an identification of at least one 
member of the set of available media having characteristics corresponding to characteristics of 
previously selected media by that user" is met by the recommendation of books to the passerby 
(paragraph 12) wherein it is inherent that the recommendations be outputted to the user, in order 
for the system to recommend books to the passerby. 

As to claim 179, note the Robertson Article that discloses a system for recommending 
books to users based favorite authors. The claimed "storing data representing at least one 
parameter relating prior selections by a respective user" is met by "[t]he customer touches the 
names of favorite authors, and the program, a sort of 'smart clerk,' searches for authors that the 
customer might also like" wherein it is inherent that the favorite authors (characteristics of media 
previously selected) be stored, at least temporarily, in the system in order to perform the search 
for authors that the customer might also like. The claimed "the at least one parameter not being 
generated by that respective user" is met by the entry of favorite authors by touching the name, 
as discussed above, wherein favorite authors is a preexisting condition/characteristics which is 
not generated by the user (paragraph 12). The claimed "determining a set of available media, 
each member of the set having at least one associated parameter" is met by the store inventory 
for searching, wherein it is inherent that the media (books) within the store inventory include at 
least one associated parameter in order for a search for recommendations to be performed 
(paragraph 12). The claimed "determining a degree of correspondence of prior selections by the 
respective user and members of the set of available media based on at least the parameters 
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relating to prior selections by the respective user and the associated parameters of members of 
the set of available media" is met by "the program, a sort of 'smart clerk,' searches for authors 
that the customer might also like" in accordance with the store's inventory (available media) 
(paragraph 12) wherein the search represents said characteristics of media previously selected by 
said user in that a person forms opinions as to favorite authors from opinions of books (media) 
by various authors that had been previously selected wherein the available media include 
associated parameters as discussed above. The claimed "outputting a reference to at least one 
member of the set of available media having an associated parameter based on at least a 
correspondence to the at least one parameter relating to prior selections by the respective user" is 
met by the recommendation of books to the passerby (paragraph 12) wherein it is inherent that 
the recommendations be outputted to the user, in order for the system to recommend books to the 
passerby. 

As to claim 182, note the Robertson Article that discloses a system for recommending 
books to users based favorite authors. The claimed "storing data representing content-related 
characteristics of media previously selected by a respective user" is met by "[t]he customer 
touches the names of favorite authors, and the program, a sort of 'smart clerk, searches for 
authors that the customer might also like" (paragraph 12) wherein it is inherent that the selected 
names of favorite authors (content-related characteristics of media previously selected by a 
respective user) be stored, at least temporarily, in order for the system to perform a search for 
recommendations. Note, that favorite authors are content-related characteristics in that the 
author of a novel is related to his/her respective novels content. Furthermore, authors represent 
characteristics of media previously selected by a respective user in that it is inherent that the 
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selection of an author as a favorite represent opinions formed from books written by that author 
previously selected/read by the user. The claimed "determining a set of available media, the set 
being associated with data representing content-related characteristics of members of the set of 
available media" is met by the store's inventory for recommending books and searching for 
authors that the customer might like (paragraph 12). The claimed "determining a 
correspondence between content-related characteristics of available media and content-related 
characteristics of media previously selected by the user" is met by ""[t]he customer touches the 
names of favorite authors, and the program, a sort of 'smart clerk, searches for authors that the 
customer might also like" and recommending books to the passerby (paragraph 12). The 
claimed "outputting, for the user, an identification of at least one member of the set of available 
media having content-related characteristics corresponding to content-related characteristics of 
previously selected by that user" is met by the recommendation of books to the passerby wherein 
it is inherent that the identification of at least one member of the search results be outputted to 
the user in order for the system to notify and thus recommend books to the user. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
"such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 157 and 164-166 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robertson ("New CD-ROM format brings real-time video") in further view of Hey (US 
4,996,462 of record). 
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As to claim 157, the claimed "wherein said step of notifying said user includes the step of 
producing a display including a list of the available media meeting a predetermined 
correspondence criteria on a display screen for viewing by the user." Note the Robertson Article 
discloses a system for recommending books to a passerby wherein the system searches for 
authors that the customer might also like (Paragraph 12). The claimed "available media meeting 
a predetermined correspondence criteria" is met by "[t]he customer touches the names of favorite 
authors, and the program, a sort of 'smart clerk,' searches for authors that the customer might 
also like" (Paragraph 12) wherein predetermined correspondence criteria is inherent to the 
system search for authors that the customer might also like. However, the Robertson Article is 
silent as to how the recommendations are presented to the customer. Now note the Hey 
reference that discloses a system and method for recommending items. The claimed "wherein 
said step of notifying said user includes the step of producing a display including a list of the 
available media [. . .] on a display screen for viewing by the user" is met by supplying to display 
22 a list of usually the most highly recommended items for that user (Hey 4: 18-22). Therefore, 
the examiner submits that it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Robertson Article book recommendation system with 
the Hey display for notifying the user of recommendations for the purpose of presenting the 
recommended items to the customer. 

As to claim 164, the claimed "wherein said signal produces a list of choices for a user 
through a human user interface." Note the Robertson Article discloses a system for 
recommending books to a passerby wherein the system searches for authors that the customer 
might also like (Paragraph 12). However, the Robertson Article is silent as to how the 
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recommendations are presented to the customer. Now note the Hey reference that discloses a 
system and method for recommending items. The claimed "wherein said signal produces a list 
of choices for a user through a human user interface" is met by supplying to display 22 a Hst of 
usually the most highly recommended items for that user (Hey 4:18-22). Therefore, the 
examiner submits that it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Robertson Article book recommendation system with the 
Hey display for notifying the user of recommendations for the purpose of presenting the 
recommended items to the customer. 

As to claim 165, the claimed "wherein a user interaction with said system serves as an 
input to an adaptive algorithm of said processor for determining said correspondence." Note the 
Robertson Article teaches searching a store inventory for recommending books and authors to 
customers. However, Robertson is silent as to an adaptive algorithm. Now note the Hey 
reference that discloses users of system 10 enter scalar ratings for items they have sampled such 
as movies (Hey 3:63-66) and the system uses such data to recommend programs (media) to a 
user (Hey 3:66-4:28) and the algorithm used for the recommendation is adaptive wherein "[i]t is 
evident that the greater the number of items that the users have sampled, the more accurate the 
agreement scalar should be for each of the users with which the selected user is paired" (Hey 
6:13-16). Therefore, the examiner submits that it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the Robertson recommendation 
system with the Hey adaptive algorithm for the purpose of increasing the accuracy of 
recommendations to users and thus increase the possibility of making a sale. 
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As to claim 166, please see the rejection of claim 165 wherein "[a] still further object of 
this invention is to provide such a system and method which re[q]uire little time or effort on the 
part of each person in a group to obtain accurate recommendations. Another object of this 
invention is to provide such a system and method which readily assimilate a new person or item 
and rapidly accomplishes accurate recommendations for each" (Hey 2:37-44). 
8. Claims 158-159 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robertson ("New CD-ROM format brings real-time video") in further view of Hey (US 
4,996,642 of record) and Bolster ("Reading made fun: BookWhiz"). 

As to claim 158, the claimed "further comprising a step of altering the produced display 
by a user using a data entry device." Note the Robertson and Hey combination teaches the 
produced display. However, the Robertson and Hey combination is silent as to altering the 
produced display by a user using a data entry device. Now note the Bolster Article that discloses 
a list of books wherein "[i]f the book seems interesting and the student wishes to find out more 
about it, the option 'S' will display the remainder of the annotation (up to ten Unes), other books 
by the same author, and books of similar interest" (see page 2). Thus the Bolster Article teaches 
using a data entry device (keyboard) to alter the produced display by displaying additional 
information regarding a selected book. Therefore, the examiner submits that it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the 
Robertson and Hey combination teaching a produced display with the Bolster altering of the 
produced display for the purpose of presenting a user with additional information about a 
selected book, such as a summary, so that a user may quickly determine his/her interest in the 
selected book. 
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As to claim 159, please see rejection of claim 158 wherein the user may select a book and 
request additional information. 

9. Claims 178 and 180-181 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robertson ("New CD-ROM format brings real-time video") further view of Bolster ("Reading 
made fun: BookWhiz"). 

As to claim 178, the claimed "wherein the identification of at least one member of the set 
of available media having characteristics corresponding to characteristics of previously selected 
media by that use is presented as a selectable object in a graphic user interface." Note the 
Robertson Article teaches recommending books to customers. However, the Robertson is silent 
as a graphical user interface with a selectable object. Now note the Bolster Article that discloses 
a list of books wherein "[i]f the book seems interesting and the student wishes to find out more 
about it, the option 'S' will display the remainder of the annotation (up to ten lines), other books 
by the same author, and books of similar interest" (see page 2). The Bolster Article further 
discloses a graphical user interface wherein a menu runs throughout the list "Press S, M, B, P, or 
Q" wherein "S" corresponds to a see more about this book function. Thus the Bolster Article 
teaches using a data entry device (keyboard) to select a book (selectable object) from a list 
including a menu (graphical user interface) to obtain additional information. Therefore, the 
examiner submits that it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Robertson book recommending system with the Bolster 
selectable objects within a graphical user interface for the purpose of presenting a user with 
additional information about a selected book, such as a summary, so that a user may quickly 
determine his/her interest in the selected book. 
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As to claims 180 and 181, the claimed "wherein the reference comprises an object in a 
graphic user interface" and "wherein the reference comprises a selectable object in a graphic user 
interface." Note the Robertson Article teaches recommending books to customers. However, the 
Robertson is silent as a graphical user interface with a selectable object. Now note the Bolster 
Article that discloses a list of books (objects) wherein "[i]f the book seems interesting and the 
student wishes to find out more about it, the option 'S' will display the remainder of the 
annotation (up to ten lines), other books by the same author, and books of similar interest" (see 
page 2), The Bolster Article further discloses a graphical user interface wherein a menu runs 
throughout the list "Press S, M, B, P, or Q" wherein "S" corresponds to a see more about this 
book function. Thus the Bolster Article teaches using a data entry device (keyboard) to select a 
book (selectable object) from a list including a menu (graphical user interface) to obtain 
additional information. Therefore, the examiner submits that it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the Robertson book 
recommending system with the Bolster selectable objects within a graphical user interface for the 
purpose of presenting a user with additional information about a selected book, such as a 
summary, so that a user may quickly determine his/her interest in the selected book. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johnny Ma whose telephone number is (571) 272-73 51. The 
examiner can normally be reached on 8:00 am - 5:00 pm. 



Application/Control Number: 09/497,071 



Page 14 



Art Unit: 2617 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on (571) 272-733 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appHcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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